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REASONS FOR PRE-APPRAL BRIEF REQUEST FOR REVIEW 

Sir: 

Concurrent with the filing of a Notice of Appeal and a Request for Pre-Appeal 
Review, the foUowing remarks are submitted in connection with the above-identified 
patent application. 

RBjEcnoNS FOR Which Prk-Appeal b wrf Review Is Requested 

Claims 1-3. 6. 8-15. 17-18 and 21-23 are pending. 

Claims 15. 22. 1-3. 9-10. 14. and 18 stand rejected under 35 U.S.C. § 103(a) as 
being unpatentable over Packer et al. (US 6.556.695). hereinafter 'Packer." In view of 
Leiper (US 6.128.002) hereinafter "Leiper." and further in view of Rose (US 
2002/0176608). hereinafter "Rose," and Hemler et al. (A System for MultlmodaUly 
Image Fusion), hereinafter "Hemler." Claims 17. 21. and 6 stand rejected under 35 
U.S.C. § 103(a) as being unpatentable over Packer in view of Leiper and further in view 
of Rose. Hemler. and Williams et al. (DE 19953308-Al). hereinafter "Williams." Claims 
23 and 13 stand rejected under 35 U.S.C. § 103(a) as being unpatentable over Packer 
in view of Leiper and further in view of Rose. Hemler and Hughes et al. (US 7,233.340). 
hereinafter "Hughes." Claim 8 stands rejected under 35 U.S.C. § 103(a) as being 
unpatentable over Packer in view of Leiper and further in view of Rose. Hemler. and 
Schweikard et al. (US 6,144.875). hereinafter "Schweikard." Claim 11 stands rejected 
under 35 U.S.C. § 103(a) as being unpatentable over Packer in View of Leiper and 
further in view of Rose. Hemler. and Krishnan (US 6.771.262). hereinafter "Krlshnan." 
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Claim 12 stands rejected under 35 U.S.C. § 103(a) as being unpatentable over Packer 
in "view of Leiper and further in view of Rose, Hemler, and Massaro et al. (US 
2002/0087329), hereinafter "Massaro." 

Arguments 

The Examiner continues to reject independent claims 1 and 15 based on the 
combination of the teachings of Packer. Leiper, Rose and Hemler. 

It is alleged in the Office Action that FIG. 1. col. 2, lines 14-60, col. 3. lines 51- 
67 and col. 5, lines 45-62 of Packer teach an interface for "electroanatomical 3D 
mapping data and 3D image data," as recited in independent claim 15. 

However. AppUcants submit that Packer fails to disclose or even suggest any 
"electroanatomical 3D mapping data." as required by claim 15. FIG. 1 of Packer merely 
illustrates a MRI apparatus. Col. 3. lines 51-67 of Packer relate to the Imaging modality 
for producing the high resolution model (CT. MRI. ultrasound). Col. 2. lines 14-60 of 
Packer disclose ..n"^"">^ '^^^^ data of the subject anatomy and reconstructing an 
image which is a high resolution model of the subject anatomy: performing a medical 
procedure in which the subject anatomy is Imaged in real-time by acquiring low 
r..nlntlon images at a high frame rate; re plsterlnp the high resolution model of the 
e„Hj..t .r..tomv vHtv, ...h .rnulred low re.solutlo n image: and displaying images of the 
registered high resolution model of the anatomy. As is understood, the cited sections of 
Packer do not disclose or even suggest any "3D mapping data." as recited m 

independent claim 15. 

m addition, the Examiner provides a generic statement, on pages 2-3 ol the 
Office Action, that "Packer discloses a system that perform [sic] an imaging method 
therefore the system must have at least one input interface for electroanatomical 3D 
mapping data and 3D image data." However, as demonstrated above. Packer acquires 
low resolution images, not 3D images. 

Moreover, the Examiner provides that Packer "must" have an interface for 3D 
mapping and image data. However, in estabUshing that an element is inherent m a 
reference, the missing element must be necessarily present in the apparatus described 
in the reference(s) such that the presence of these elements would be recognizable by 
persons of oniinary skill. In re Robertson, 169 F.3d 743. 745. 49 USPQ2d 1949. 1950- 
51 (Fed Cir 1999). th>> Rv^miner has not estab Ushed that an interface for 3D 

^.pp... .nd im-^ r- ^"^-^"t ^^^^"^ 

.»t.^..eP.nbeused. For example. Packer even goes as far to disclose an interface for 
low resolution images, but does not disclose an interface for 3D mapping data and 3D 
image data. 
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Leiper, Rose and Hemler fail to cure the deficiencies of Packer described above. 

Therefore. Packer, Leiper. Rose and Hemler fail to disclose or suggest an 
interface for "electroanatomical 3D mapping data and 3D image data," as recited in 
claim 15. 

It is further alleged in the Office Action at page 3 that col. 6, lines 14-45 and col. 
7, lines 7-23 of Packer disclose "an extraction module, designed to extract at least 
significant portions of an area to be treated by segmenting the 3D image data to obtain 
a 3D surface profile." as recited in independent claim 15. (Emphasis added.) 

However, the cited sections of Packer are directed to the process of rendering 
acquired 3D surfaces on a 2D display. Further, these sections of Packer are directed to 
processing the acquired 3D image data into a 4D model from which 3D heart wall 
surfaces can be rendered. This process of rendering acquired 3d surfaces Involves 
segmenting of the heart walls and tiling of the surfaces of the segmented heart wall 
images. However, no "3D surface profile" is extracted. Packer fails to teach or even 
suggest "a 3D surface profile," as recited in independent claim 1, 

Moreover, the Examiner admits that Packer does not expllcltiy teach "3D surface 
profile." as required by claim 15, and reUes on the teachings of Rose to overcome the 
noted deficiencies of Packer. 

Particularly, the Examiner alleges that paragraphs [0005-0007] of Rose teach 
"surface matching the 3D surface profile." as recited in independent claim 15. 

Rose is directed to a non-contact surface profiling method using light. Rose 
fn.„.e. nrlmarilv ^ T"" rn.A surfaces . However, as per Rose, the discussion appUes 
equally to .r, y .„rf.re inter ^-H w v^birular traffic. According to Rose, these surfaces 
include, but are not limited to. highways, roads, ramps, parking, and service areas for 
ground vehicles (trucks, cars, busses, etc.). runways, taxiways. parking aprons, and 
hangar floors for aircraft, and tracks and roadbeds for railroads. Hie terms "road" and 
"road surface." as used herein, refer specifically to "a road" and "a surface of a road." 
respectlvety. and refer generally to "a way or course for ground, air. or rail vehicles" and 
"a surface of a way or course." respectively. The sections of Rose cited by the Examiner 
are reproduced below. 

F00051 In the industry, rn^d condition is measured bv profiling. Profiling 
s the oStaSLg of ^profile or series of profiles oi the road surface. ^ 
.„H.t?nti.llv a cross-sertlonal vie w of the surface of the road ^ 
g;;::; ^.pi.t.. the, ronton^^ nf the road, thereby demonstratmf^ 

we ^r and irregular ities of the road surface 

lonoRl A transverse p rnfile is a cross-sectional view ^^^^yQ^f. ^"^^^^^ 
a poruon thereof taken substantially peipendicular to ^fj"^^"^^.^ 
travel. A transverse profile may be used to depict ruttmg, potholes. 
Sg chipping, and edge damage of the road surface over tune. 
f»^f'A i^rTpit^gmal pr ofile . rross-sectional view taken substantially 
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in the direction of travel . A longitudinal profile may be used to depict the 
* grade, waviness. and roughness of the road surface. Longitudinal profiles 
may be used to monitor the wear of the road surface over time to 
facilitate roaintt^nance planning . 

(Emphasis added.) 

Absolutely, nowhere in Rose is it mentioned that the techniques disclosed 
therein can be used in the field of medical imaging. Nowhere in Rose is it disclosed that 
the device disclosed therein can be modified to image Uvlng organisms, or. rather, 
extract 3D surface profiles of organs of Uving organisms. 

The Examiner s rejection of the claims is based on improper hindsight 
reconstruction gleaned from viewin g AnoUcants' Specification and reading the of 
claims, and not on a reason with s ome rational underoinnlngs for combining Packer 
and Rose . Rose does not appear to be interested in the 3D surface profiling of organs of 
Uving organisms. The Examiner has provided no evidence or reasoning that Rose 
appears to be interested in producing 3D surface profiles of organs of Uving organisms. 

Accordingly, the combinatlon» of Packer. Leiper. Helmer and Rose is not an 
obvious combination of prior art elements or a simple substitution of one known 
element for another, leading to predictable results, or any otiier Indicator of potential 
obviousness. Rather tiie extensive amount of modification needed is suggested nowhere 
in the cited references or by the Examiner, and is bom firom use of impermissible 
hindsight reconstiniction in view of the AppUcants' Specification and reading of ttie 
claims. (See. for example. Ex parte Kobayashi, Appeal 2009-000884. AppUcation No. 
10/031,282). 

Leiper and Hemler fail to cure Uie deficiencies of Packer and Rose described 

above. 

Therefore, Packer, Leiper. Rose and Hemler fail to disclose or suggest "surface 
matching the 3D surface profile fi-om the 3D image data to a 3D surface profile fi-om 
the 3D mapping data." as recited in claim 15. 

AppUcants submit that for all tiie above reasons, tiie aUeged combination of 
Packer and Rose fails to render the Umltation of independent claim 15. and the 
somewhat similar featiires recited in independent claim 1 obvious to one of ordinary 
skills In the art. 



. On numerous past occasions, the Examiner has indicated that his rejecbon is not based 
on the literal incorporation of the device/method of Rose in the device /method of Paclcer 
but is based on Se modification of the Packer device/method using the teachings of Rose of 
obtaining 3D surface profile. 
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Claims 2-3. 9-10 and 14 are patentable based at least on their dependency on 
claim 1. Claims 18 and 22 are patentable at least by virtue of its dependency on claim 
15. 

With regards to claims 6. 8, 11-13. 17, 21 and 23, the Examiner correctly 
acknowledges that the features of these claims are absent from Packer, Leiper, Rose 
and Hemler, but aUeges that these features are taught by Williams. Hughes, 
Schweikard. Krlshnan or Massaro thereby rendering claims 6.8, 11-13, 17, 21 and 23 
obvious to one of ordinary skill at the time of the invention. Even assuming arguendo 
that the features of these claims are taught by Williams, Hughes, Schweikard, 
Krlshnan or Massaro (which Applicants do not admit) and that Williams, Hughes, 
Schweikard, Krlshnan or Massaro could be properly combined with Packer, Leiper. 
Rose and Hemler (which AppUcants do not admit). Packer, Leiper, Rose, Hemler and 
Williams, Hughes, Schweikard, Krlshnan or Massaro are still deficient with respect to 
the above-described features of claims 15 and 1. Thus, even in combination. Packer, 
Leiper. Rose. Hemler and Williams. Hughes. Schweikard. Krishnan or Massaro fail to 
render claims 6, 8, 11-13, 17, 21 and 23 obvious. 

In Ught of the above, AppUcants respectfully request the rejection of claims 1-3. 
6, 8-15, 17-18 and 21-23 be withdrawn. 

Conclusion 

In view of the remarks, reconsideration and withdrawal of the current rejections 
in connection witii the present application is eamestiy soUclted. 

Should there be any outstanding matters that need to be resolved in tiie present 
application, tiie Pre-Appeal Brief Review Panel is respectiully requested to contact the 
undersigned at the telephone number below. If necessary, tiie Commissioner is hereby 
autiiori^ed in tiiis. concurrent, and future repUes, to charge payment or credit any 
overpayment to Deposit Account No. 08-0750 for any additional fees required under 37 
C.F.R. § 1.16 or under 37 C.F.R. § 1.17; particularly, extension of time fees. 

Respectfully submitted, 
HARNESS, DICKEY & PIERCE, PLC 

ft/Donald J. Daley, Reg. No. 34,313 
P.O. Box 8910 
Reston, Virginia 20195 
(703) 668-8000 

DJD/BMH 
1069075.1 
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